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DETAILED ACTION 

Applicant's request for reconsideration of tine finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Rejection of claims 17-19, 23 and 37-44 under 35 USC 103(a) is withdrawn in view of 
applicants' remarks. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 17-19, 23 and 37-44 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The instant claims are directed 
to a process of preparing one or more iodinated organic substances. The meets and 
bound of the term "iodinated organic substances" is unclear. No structure of the 
substances that can be prepared by the claimed method is provided. It is therefore 
unclear how one skilled in the art would be able to determine which substances can be 
prepared using applicants method and which can't. The specification fails to provide 
further of the product that can be formed by the process. Examples 1-5 do not 
definitively describe the formed product and example 2-5 merely say that a substance 
according to invention is formed. 
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Claims 17-19, 23 and 37-44 are rejected under 35 U.S.C. 112, second 
paragrapli, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Applicant describes one of the 
reagents as "organic substance comprising at least one ethylenic double bond, capable 
of adding a free radical to its ethylenic double bond". The description of the substrate is 
indefinite because it fails to provide one skilled in the art with a range of substrates that 
can be utilized in the claimed process. It is unclear how one is to judge when a 
substance is capable of adding a free radical do a double bond and when it's not 
capable. The claim does not require that a radical be added to a double bond, so a 
substance might be capable of forming a double bond, but not do so under the instant 
reaction conditions. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 17-19, 23 and 37-44 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 
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There are many factors to be considered wlien determining whether there is 
sufficient evidence to support a determination that a disclosure does not satisfy the 
enablement requirement and whether any necessary experimentation is "undue." 
These factors include, but are not limited to: (a) the nature of the invention; (b) the 
breadth of the claims; (c) the state of the prior art; (d) the amount of direction provided 
by the inventor; (e) the existence of working examples; (f) the relative skill of those in 
the art; (g) whether the quantity of experimentation needed to make or use the invention 
based on the content of the disclosure is "undue"; and (h) the level of predictability in 
the art (MPEP 2164.01 (a)). 

Nature of the invention and Breadth of the claims: 

The invention is directed to a process for producing one or more iodinated 
organic substances having a molecular mass of less then 2000 through reaction of a 
ethylenically unsaturated substrate with molecular iodine in the presence of a free 
radical generating substance. The claims are very broad with respect to the scope of 
starting material and product that can be produced by the claimed process. The starting 
material includes any substance under 2000 MW that comprises a double bond while 
the product comprises an indefinite number of substances. No limiting generic structure 
for the product or the starting material is provided. 

State of the prior art and level of predictability in the art: 

If one is to assume that the claimed process proceeds via a free radical 
mechanism, the level of predictability is very uncertain. Free radical reactions are well 
known to be substrate dependent as they tend to proceed via numerous propagation 
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steps often resulting in formation of numerous byproducts and unexpected products. 
For example Perret et al. (already of record) use the same ingredients as the applicant 
however their major product is not an iodinated substance. 

With regard to the probable outcome of the claimed process, one skilled the art 
has not been provided with means of determining in which situations should the claimed 
process be utilized. I.e. which products can be formed by the process and which 
starting materials should be used to prepare the desired product. 

Amount of direction provided by the inventor and existence of working examples: 

Specification includes examples 1-5 which according to applicant describe the 
instant invention in more detail. However the examples fail to disclose specific starting 
material being made into specific products. Example 1 described a reaction of styrene 
with di-tertbutyl peroxide and molecular iodine in benzene. After the reaction is 
complete the product is described as: 

"the reaction produced organic substances having a number average molecular 
mass of 299, very close to that of the compound corresponding to the formula (CH3)C- 
0(CH2-CHPh)l;" 

The above description does not actually describe what was made. The 
described formula has a specific molecular weight which is 303. Either the said 
compound was made in which case one would see a molecular ion peak corresponding 
to the MW of the product or it was not made, in which case that ion peak is not present. 
In addition the described formula is not a limiting structure. There is no indication where 
iodine is attached to the structure. 
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The structure provided as A(CH2-CHPh)n-l is also not limiting and is indefinite. 
Since A is a tert-butoxy group. How do numerous CH2-CHPh substituents connect to 
it? Is it an the only valency in the t-butoxy group is the oxygen atom, but the oxygen 
atom can only accommodate one substituent (i.e. n=1) how are more than one 
substituent attached? 

The other examples 2-5 only indicate that a product according to the invention 
was formed. What is this product? Is it also (CH3)C-0(CH2-CHPh)l? 

Relative skill ofttiose in the art and quantity of experimentation needed to make 
or use the invention: Although the relative level of skill in the art is high, one of ordinary 
skill would not be able to practice the instant invention because one has no means to 
determine when to actually use the instant invention. Without guidance as to what 
product one can expect to form, the amount of experimentation that is involved in 
practicing the invention is very large. The experimentation requires first theorizing as to 
which products can be made using the invention, then determining the conditions for the 
process, and experimenting with various reagents, starting materials and conditions. 
This amount of experimentation is well being what would be considered within the 
scope of skill of those of ordinary skill in the art. 

Thus, given these considerations, one of ordinary skill in the art clearly would not 
be able to practice the claimed method such that it can be used as contemplated in the 
specification without first engaging in substantial and undue experimentation. Therefore, 
the claims are rejected under 35 U.S.C. §112, first paragraph, as lacking and enabling 
disclosure. 
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Conclusion 

Claims 17-19, 23 and 37-44 are pending 
Claims 17-19, 23 and 37-44 are rejected 

Any inquiry concerning this communication or earlier communications from tlie 
examiner sliould be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Yevgeny Valenrod/ 

Yevgeny Valenrod 
Patent Examiner 
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Technology Center 1600 

/Paul A. Zucker/ 

Primary Examiner, Art Unit 1621 



